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DETAILED ACTION 

1. This action is responsive to the amendment filed September 10, 2004. 

2. Claims 1-27 are pending. 

Response to Amendments 
3* The objection to claims 2-3 and 18-20 is withdrawn in view of Applicants' 
amendments to these claims to correct some minor informalities. 

4. The rejection of claims 18, 19 and 20 under 35 U.S.C. § 112, second paragraph 
is withdrawn in view of Applicants 5 amendments to these claims to correct some 
identified terms lacking proper antecedent basis. 

Response to Arguments 

5. Applicant's arguments filed September 10, 2004 have been fully considered but 
they are not persuasive. Following is the Examiner's response to Applicants' 
arguments. 

Claims 1, 14 and 17 
Applicants' arguments : 

Fawostt does not teach verifying one or more business contracts for a software 
inventory. Respectfully, the Examiner mistakenly argues that Figure 4 A, step 72 
teaches the claimed step of verifying. In fact, step 72, and Figure 4A generally, 
confirm that no verification of business contracts is taught. Step 72 comparing the 
collected user inventory data to entries in a database containing information about 
available computer software. In this regard, Applicants make a number of 
observations. First, the Examiner relates the claimed "software inventory from the 
customer system" to Fcmx&ts inventory data from the user computer" (coL 7, lines 
26-29; step 70). This same inventory data of Fawoett\s what is compared to entries in 
the database containing information about available computer software at step 72 of 
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Figure 4A (coL 7, lines 29-33). Accordingly, the cited portions of Figure 4A (steps 
70 and 72) teach only inventory data and a database containing information about 
available computer software. No business contracts are taught and no verification of 
one or more business contracts for software inventory is taught. 

Examiner's response : 

The Examiner notes that the U.S. Court of Customs and Patent Appeals 
has held that claims are to be given their broadest reasonable interpretation 
during the prosecution of a patent application. In re Pearson 494 F.2d 1399, 
1403, 181 USPQ 641, (CCPA 11974). In this instance, the Examiner 
interprets the term "business contract," considered in the context of Fawcett 
teachings taken as a whole, to mean a binding agreement between a user and an 
software update service whereby the user agrees to pay the update service for 
the purchase and update of available computer software (see at least 2:24 - 
3:3:13). According to Fawcett teachings, the payment information is verified 
before any inventories of the computer software available on the user's 
computer and transfers are made. In light of this interpretation, the Examiner 
considers the limitation "verifying one or more business contracts for a 
software inventory" to read on Fawcett and the rejection of claims 1, 14 and 17 
under 35 U.S.C. § 102(b) as being anticipated by Fawcett to be proper and thus 
maintained. 

Claims 7 and 21 

Applicants 3 arguments : 

For example, claims 7 and 21 recite that verifying that one or more business 
contracts comprises validating a subscription to software. The Examiner cites coL 2, 
lines 61 through CoL 3, line 2. However, Applicants point out that the cited portion 
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is directed to payment of software, not a subscription to software. No mention of a 
subscription to software is made. In fact, this cited portion of Fawstt is more 
appropriately characterized as teaching a non-subscription, pay-as-you-go system 
and, hence, teaches away from a subscription service to software. 

Examiner's response : 

The portion of Fawcett cited by the Examiner should be construed in 
the context of Fawcett teachings taken as a whole. Fawcett teaches that after 
the user agrees to purchase a computer software, the user is entitled, among 
other things, to be alerted to any new updated version of the purchased 
computer software (3:14-42). This feature is in a way a subscription to 
software. 

Accordingly, the rejection of claims 7 and 21 under 35 U.S.C. § 102(b) 
as being anticipated by Fawcett is considered to be proper and maintained. 

Claims 8 and 22 

Applicants' arguments : 

Claims 8 and 22 recite verifying entidement for one or more keyed software in a 
software inventory. The Examiner cites CoL 2. line 58 through CoL 3, line 58 which 
refers to a secure connection. More specifically, the cited portion teaches that the 
connection over which payment information is transferred can be made swcure to 
protect the user's account information (e.g., credit card number). Thus, the cited 
portion does not teach verifying entidement for one or more keyed software in a 
software inventory. 



Examinees response : 
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Taken in the context of Fawcett teachings, when a user accesses the 
remote update service, an update service computer conducts an automatic 
inventory of the computer software on the user computer. The data collected 
from the inventory of the user computer software on the user computer is then 
used to make comparisons to database entries from a database on the update 
service computer. The computer software available on the update service 
computer is downloaded to the user computer using encryption scheme which 
means that the computer software is keyed. 

Claims 12, 13 and 26 

Applicants 3 arguments : 

Applicants traverse the rejection. Fawztt is believed to have been overcome with 
respect to base and intervening claims 1, 10 and 17, 24, respectively, for the reasons 
given above. Accordingly, the combination rejection is believed to have been 
overcome. 

Examiner's response : 

Since the rejection of the base and intervening claims is maintained for 
the reasons discussed above, the rejection of claims 12, 13 and 26 under 35 
U.S.C. § 103(a) as being unpatentable over the combination of Fawcett and 
Hellerstein et al. is also maintained. 

According to the foregoing discussion, the rejection of claims 1-11 and 14-26 
under 35 U.S.C. § 102(b) as being anticipated by Fawcett and of claims 12, 13 and 26 
under 35 U.S.C. § 103(a) as being unpatentable over Fawcett in view of Hellerstein are 
considered to be still proper and maintained. 
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Claim Rejections - 35 U.S.C. § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C 
§102 that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

7. Claims 1-11 and 14-26 are rejected under 35 U.S.C. § 102(b) as being 
anticipated by U.S. Patent No. 5,845,077 to Fawcett. 

Claims 1, 14 and 17 

Fawcett disclose at least: 

mdw% by a supplier systen% a stftm^ at 
least Figure-4A, step 70 and related discussion in the specification); 

wrifymg one or rwre business contracts for the scftwire immtory utilizing one or rwre 
databases a)nm^tothes^liers^lmi(see at least Figure 4 A, step 72 and related 
discussion in the specification); 

dsteminmgomw 

a product topology database connected to the supplier system (see at least Figure 4 A, steps 74, 
76, 78, 80, 82 and related discussion in the specification). 



Claim 27 

Since claim 27 recites similar features of claim 1, the same rejection is thus 
applied. 
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Claims 2 and 18 

The rejection of base claim 1 is incorporated. Fawcett further discloses 
deploying the one or wore software upgrade releases for customer approud (see at least Figure 4B, 
step 82 and related discussion in the specification). 

Claims 3 and 19 

The rejection of base claims 1 and 17 and intervening claims 2 and 18, 
respectively is incorporated. Fawcett further discloses formrd^anappro\Edor(krtoa 
fidftllmsntard distribute at least Figure 4B, steps 86, 88, 90, 92 and related 

discussion in the specification). 

Claims 4 and 20 

The rejection of base claims 1 and 17 and intervening claims 2 and 18, 
respectively is incorporated. Fawcett further discloses prompting one or wore responses 
fromci customer utilizing graphiad user interfaces (see at least Figure 4B, steps 90, 92 and 
related discussion in the specification). 

Claim 5 

The rejection of base claim 1 is incorporated. Fawcett further discloses isherein 
tbesqfbwre inventory is readied after a scfhwre upgrade request (see at least Figure 4 A, step 68, 
70 and related discussion in the specification). 

Claim 6 

The rejection of base claim 1 is incorporated. Fawcett further discloses t idoerem 
the sqfhwre imentory is mdwdperiodkcdly (see at least Abstract, lines 3-4 and related 
discussion elsewhere in the specification). 
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Claims 7 and 21 

The rejection of base claims 1 and 17 is incorporated. Fawcett further discloses 
wherein wnfying one or more business contracts emprises vdidating subscription for one or more 
subscription scfiwure in the software inventory utilizing a subscription entitlement database (see at 
least 2:61-3:2). 

Claims 8 and 23 

The rejection of base claims 1 and 17 is incorporated. Fawcett further discloses 
wherein wrifymg one or more bus mess oontracts comprises verifying entitlement for one or more keyed 
scftmm in the sofhwre tmentory utilizing a keyed management system database (see at least 2:58 
- 3:2, e.g., "encryption scheme," "secure transaction technology," "digital signature"). 

Claims 9 and 23 

The rejection of base claims 1 and 17 is incorporated. Fawcett further discloses 
wherein determining one or rmre scftwzre upgrade releases comprises mapping software releases in the 
sqfkwfte inventory to scfcimre upgrade releases (see at least 2:30 - 45). 

Claims 10 and 24 

The rejection of base claims 1 and 17 is incorporated. Fawcett further discloses 
wherein determining one or rmre sqfhmve upgrade releases comprises: filtering the software inmtory 
categorizing the scftmtre imentory mapping sftuare releases in the sofhwre imentory y tosqftimre 
upgrade releases; categorize software upgrade releases; and generate an upgrade order (see at least 
Figure 4A, steps 72, 74, 76; Figure 4B, steps 78, 80, 82, 86 and related discussion in 
the specification). 
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Claims 11 and 25 

The rejection of base claims 1 and 17 and intervening claims 10 and 24, 
respectively is incorporated. Fawcett further discloses wherein (hemming one or more 
softimre upgrade releases further emprises: avss-rtfeifenting rdease-tordease product oo)$gwations 
for the scfkmre upgrade releases (see at least Figure 4 A, steps 72, 74, 76 and related 
discussion in the specification). 

Claim 15 

The rejection of base claim 14 is incorporated. Fawcett further discloses wherein 
the supplier system comprises a software upgrade system hazing a scfhmre upgrade server connected to 
an interface server (see at least Figure 2, items 40 and 46 respectively and related 
discussion in the specification). 

Claim 16 

The rejection of base claim 14 and intervening claim 15 is incorporated. 
Fawcett further discloses wherein th st^lier systemjurther comprises a security mechanism 
connected to the software upgrade system, the security mechanism hazing conmlions to a network (see 
at least 10:15-25). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of the 35 U.S.C 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject matter 
sought to be patented and the prior art are such that the subject matter as a whole would 
have been obvious at the time the invention was made to a person having ordinary skill in 
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the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 12, 13 and 26 are rejected under 35 U.S.C 103(a) as being unpatentable 
over Fawcett, as applied to base and intervening claims 1, 10 and 17, 24 respectively in 
view of US. Patent Application Publication No. U.S. 2002/0129356 to Hellerstein et 
al. ("Hellerstein"). 

Claims 12 and 26 

The rejection of base claims 1 and 17 and intervening claims 10 and 24, 
respectively is incorporated. Fawcett does not specif ically disclose wherein ckterrrimng 
one or wore sqfiwire upgrade releases further comprises: wrfy^pre-reqmsite and co-requisite 
softwxre for the scfiwzre upgrade releases. However, Hellerstein discloses component 
dependency checking (see at least Figure 4 and related discussion in the specification) 
for the purpose of ensuring a trouble-free software upgrade automating. It would 
have been obvious to a person having ordinary skill in the art at the time the 
invention was made to add Hellerstein's feature to Fawcett for the purpose discussed 
above. 

Claim 13 

The rejection of base claim 1 is incorporated. Fawcett does not specifically 
disclose recmmg an order for additional sqfkme; and mifyngpYe-requisite and ayrequistte 
stftwtrefortheaddit^^ However, Hellerstein discloses component dependency 

checking (see at least Figure 4 and related discussion in the specification) for the 
purpose of ensuring a trouble-free software upgrade automating. It would have been 
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obvious to a person having ordinary skill in the art at the time the invention was made 
to add Hellerstein's feature to Fawcett for the purpose discussed above. 

Conclusion 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from 
the mailing date of the advisory action. In no event, however, will the statutory period 
for reply expire later than SIX MONTHS from the mailing date of this final action. 

1 1 . Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Hoang- Vu "Antony" Nguyen-Ba whose telephone 
number is (571) 272-3701. The Examiner can normally be reached on Tuesday- 
Friday, 6:45 to 16:45. 

If attempts to reach the Examiner by telephone are unsuccessful, the 
Examiner's supervisor, Tuan Dam can be reached at (571) 272-3695. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application maybe obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR, 
Status information for unpublished applications is available through Private PAIR 



Application/ Control Number: 09/912,975 
Art Unit: 2122 



Page 12 



only. For more information about the PAIR system, see http:/ / pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBQ at 866-217-9197 (toll-free). 

/^v^/^^^^^~^N T0NY NGUYEN-BA 
ijW&ZliW .7 7/ PRIMARY EXAMINER 

* Art Unit 2122 

January 17, 2005 




